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DETAILED ACTION 

1. The remarks filed 6/27/2008, with respect to claims 1,3,5,7,8,10-12 and 14-23 and the 
Terminal Disclaimer are acknowledged. However, upon further consideration, a new ground(s) 
of rejection is made in view of Loomas, Dybbs and Ruiz. Rejections based on the cited 
reference(s) follows. 

Claim Rejections - 35 USC § IOI 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

2. The claimed invention, claims 1,3,5,7,8,10-12 and 14-23 are directed to non-statutory 
subject matter. For-example, claim 1 positively recites a part of human body, "a ring seating on 
the eye with its plane parallel to a limbus, having an internal diameter " should be replaced with 
"a ring is configured to seat on the eye... to a limbus and having an internal diameter "and claim 
16 recites "and where the separated epithelial disk is rolled on the drum" should be replaced 
with "and where the separated epithelial disk is configured to roll on the drum" 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 3 recites "where said separator is not sharp enough to excise corneal tissue during 
operation" is indefinite. Applicant uses the term "the separator is not sharp enough to 
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excise corneal tissue" is misleading. How much is not sharp that the separator is needed 

for not excise corneal tissue during operation? 

Claim Rejections - 35 USC § 103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-8, 10-12 and 14-15 are rejected under 35 U.S.C. 103 (a) as being unpatentable over 
Loomas et al (5,403,335) in view of Dybbs (5,308,355) and further in view of Ruiz et al 
(5,133,726) 

Loomas discloses in figures 28,29, a surgical device which is suitable to separate the epithelial 
layer of a cornea from the cornea having the limitations as recited in the above listed claims 
including: a separator or a small spatula (see col. 10, lines 30-33) that is able to separate the 
epithelial layer as a disk and without rupturing the disk, where the device further has at least one 
of a ring 136, or a separator support 50 that fits in the groove 18, and where the separator is not 
sharp enough to excise corneal tissue during operation, where the ring includes a circumferential 
groove 52 on the side of the eye, and where the separator is provided by external rotating 64. 
However Loomas is silent regarding the separator oscillating with a frequency ranging from 
about 10Hz to about lOKHz and rotating gears which placed on the separator support. 
. Instead, Loomas indicates that the device comprises a separator or a small spatula. Dybbs 
teaches the separator oscillating with a frequency ranging from about 20 MHz. Ruiz teaches 
rotating gears33,34 which placed on the separator support (see fig. 1). 
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At the time the invention was made, it would have been an obvious matter of design choice to a 
person of ordinary skill in the art to have the separator oscillates with frequency ranging from 
about 10Hz to about lOKHz, since it has been held that where the general conditions of a claim 
are disclosed in the prior art, discovering the optimum or workable ranges involves only routine 
skill in the art. In re. Aller, 220F, 2d 454, 105 USPQ 233. It would have further been obvious to 
one having ordinary skill in the art at the time the invention was made to modify Loomas with 
the microkeratome system including rotating gears as taught by Ruiz for providing movement of 
the separator during surgical operation. Regarding claims 10-1 1 are rejected under 35 U.S.C. 
103 (a) as being unpatentable over Loomas in view of Urich. Loomas discloses the invention 
substantially as claimed. However, Loomas is silent regarding the separator oscillation is 
provided by piezoelectric forces or electromagnetic forces on the separator. Instead, Loomas 
indicates that the device comprises a separator or a small spatula. Urich teaches the separator 
oscillation is provided by piezoelectric forces or electromagnetic forces on the separator (see 
Col. 1, lines 60-67 and col. 2, lines 45-51). At the time the invention was made, it would have 
been an obvious to one having ordinary skill in the art at the time the invention was made to 
modify Loomas by constructing the separator oscillation is provided by piezoelectric forces or 
electromagnetic forces on the separator as taught by Urich in order to provide a vibratory 
movement of the surgical device. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor X. Nguyen whose telephone number is (571) 272-4699. 
The examiner can normally be reached on M-F (8-4.30 P.M). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ho Jackie can be reached on (571) 272-4697. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kevin T. Truong/ /Victor X Nguyen/ 

Primary Examiner, Art Unit 3734 Examiner 

Art Unit 3734 
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